United States Patent and Trademark Office 



Mki. 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223)3*1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/557,617 



20985 



04/25/2000 



7590 



02/24/2004 

FISH & RICHARDSON, PC 
12390 EL CAMINO REAL 
SAN DIEGO, CA 92130-2081 



Thomas G. Woolston 



11092-005002 



9094 



EXAMINER 



SNAPP, SANDRA S 



ART UNIT 



PAPER NUMBER 



3624 

DATE MAILED: 02/24/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 




Office Action Summary 


09/557,617 


WOOLSTON, THOMAS G. 


Examiner 

Sandra Snapp 


Art Unit 

3624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Peri d for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 213. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 19, 21, 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable by 
the Shavit et al. patent (US 4,799,156). 

The Shavit patent discloses a system for facilitating electronic commerce transactions 
comprising: 

A means for interfacing a plurality of Internet users (col. 5, lines 39-62), an accounts 
database for maintaining accounts (col. 7, lines 23-26), a means for tracking account information 
for the plurality of Internet users (col. 7, lines 23-46 and col, 9, lines 16-19), means for deducting 
a payment amount from an Internet user's account corresponding to an accepted offer made by 
that Internet user to purchase one or more goods offered for sale by a third-party seller (col. 8, 
lines 55-68), and means for transferring the deducted payment amount to an account associated 
with the third-party who accepted the Internet user's offer to purchase the third-party's one or 
more goods (col 8, line 55 through col. 9, line 6) (claim 19); 

Means for receiving offers from the plurality of Internet users (col. 6, lines 36-51), and 
means for associating the offers from the plurality of Internet users with the account information 
(col. 8, lines 30-41) (claim 21); 

A computer system in communication with the Internet and capable of executing a 
plurality of substantially simultaneous processes (col. 6, lines 52-56), and one or more processes 
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Response to Amendment 

Information Disclosure Statement 

The information disclosure statement (EDS) submitted on 9-8-03 was filed in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement has been 
considered by the examiner. 

The Applicant also has a previously filed IDS (4-25-00) in the application. As stated in 
the earlier office action, certain non-patent publications were not considered at the time the IDS 
was reviewed because copies of the references were unavailable to the Examiner. Such remains 
the case at this time. The Examiner has tried to obtain copies of the parent/related applications 
wherein copies of the references are assumed to be filed, however, such related applications are 
currently unavailable to the Examiner and the publications will be considered at a later time 
when they become available. 

Claim Rejections - 35 USC §101 
Claims 19-21 were amended to include a reference to include a computer in the 
preamble. Further review of the claims identified a database in the body of the claim. Therefore 
the rejection of claims 19-21 based on 35 U.S.C. 101 is herein withdrawn. 
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executing on the computer system to maintain an accounts database (col. 7, lines 23-26), to 
deduct a payment amount from the Internet User's account corresponding to an accepted offer 
made by that Internet user to purchase one or more goods or collectibles offered for sale by a 
third-party seller (col. 8, lines 55-68), and to transfer the deducted payment amount to an account 
associated with the third-party who accepted the Internet user's offer to purchase the third party's 
one or more goods or collectibles (col. 8, line 55 through col. 9, line 6) (claim 22); and 

providing via the Internet a user interface for participants to select from a predetermined 
item category (col. 10, lines 45-57), the category selection providing a further predetermined 
sub-category selection for item categorization (col. 10, lines 45-57), providing a selling mode 
selection between at least an ascending bid auction mode and a fixed price mode (**********) 5 
and providing a unique identification code or number for each item posted by a participant seller 
in the system (col. 12, line 63 through col. 13, line 9) (claim 23). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 20 and 24-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Shavitz patent as applied to claims 19 and 22 above, and further in view of the Grant patent. 
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With regard to claim 20, the Shavit patent discloses all the elements of the claimed 
invention except for the interest returned on the account is paid at least in part from investment 
returns from US treasury notes. The Grant patent teaches the interest returned on the account as 
being paid at least in part from investment returns from US treasury notes (Grant, col. 9, lines 2- 
17) (claim 20). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the Shavit system with the teachings of the Grant reference 
so as to provide the users of the financial aspects of the system an incentive to keep money 
available to the system by keeping money in their account whereby it would draw interest until 
used. 

With regard to claim 24, Shavits discloses a system having: 

A communications interface for communicating with at least a buyer participant and a 
seller participant via the Internet (Shavit, col. 5, lines 39-47), a transaction processor for 
processing electronic commerce transactions (Shavit, col. 8, lines 55-68), an accounts database 
operably connected via the transaction processor to the communication interface (Shavit, col. 7, 
lines 23-26), the accounts database having a plurality of participant accounts including a buyer 
participant account and a seller participant account (Shavit, col 8, lines 55-68), and the 
transaction processor operatively connected to the communications interface and the accounts 
database (Shavit, col. 8, lines 55-68), wherein the transaction processor is responsive to a 
command from the buyer participant to accept an offer for sale of an item posted by the seller 
participant and, in response to said command, the transaction processor transfers funds accounted 
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for in the accounts database from the buyer participant account to the seller participant account 
by book entry transaction (Shavit, col 8, line 55 through col. 9, line 6). 

The Shavit patent lacks an apparatus providing interest-bearing accounting for positive 
balances in the participant accounts. The Grant patent teaches the. apparatus providing interest- 
bearing accounting for positive balances in the participant accounts (Grant, col. 9, lines 2-17) 
(claim 24). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the Shavit patent with the teachings of the Grant patent so 
as to provide the users of the financial aspects of the system an incentive to keep money 
available to the system by keeping money in their account whereby it would draw interest until 
used. 

With regard to claims 25-28, the Shavit patent discloses an apparatus for facilitating 
electronic commerce transactions comprising: 

The positive account balance in the buyer participant account results from one or more of 
the following: proceeds from a past sale of at least one item posted for sale; and from the transfer 
of funds to the first user account (the buyer) from a financial institution associated with the first 
user (the buyer) (Shavit, col, 8, line 55 through col. 9, line 19) (claim 25); 

The positive account balance for the seller participant account is cleared by one or more 
of the following: a check printed and made paid to the order of the seller participant; and by 
elecronic fund transfer from a financial institution associated with the system to a financial 
institution associated with the seller participant (Shavit, col. 8, line 55 through col. 9, line 6) 
(claim 26); 



Application/Control Number: 09/557,617 Page 7 

Art Unit: 3624 

Credit card processing fees are eliminated by use of positive available balances of the 
user accounts in the buying and selling of collectable goods via the transaction processor 
transferring accounting balances between the accounts maintained in the accounts database 
(Shavit, col. 8, line 55 through col. 9, line 6) (claim 27); 

the buyer participant accepting the offer for sale from the seller participant, wherein the 
seller participant previously purchased the item as a network participant in the apparatus for 
facilitating electronic commerce and the buyer participant commands the transaction processor to 
clear the purchase by book entry transaction between the buyer participant account and the seller 
participant account (col. 11, lines 22-35) (claim 28). 

With regard to claims 29-30, the Shavit patent lacks: means for returning interest on 
positive balances in the accounts of the plurality of Internet user (claim 29); and one or more 
processes to return interest on positive balances maintained in the user accounts (claim 30). 

the Grant patent teaches: means for returning interest on positive balances in the 
accounts of the plurality of Internet users (Grant, col. 9, lines 2-17) (claim 29), and one or more 
processes to return interest on positive balances maintained in the user accounts (Grant, col. 9, 
lines 2-17) (claim 30). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify the Shavit patent with the teaching of the Grant patent so as to 
provide the users of the financial aspects of the system an incentive to keep money available to 
the system by keeping money in their account whereby it would draw interest until used. 
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Response to Arguments 



Applicant's arguments with respect to claims 19-28 have been considered but are moot in 
view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra Snapp whose telephone number is 703-305-6940. The 
examiner can normally be reached on Mon.-Thurs.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-7687 for regular 
communications and 703-305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 1 13. 



Conclusion 



ss 



SANDRA S. SNAPP 
PATENT EXAMINER 
GROUP 3600 




